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0js: 




ty^. ^^ tias' ^te r;&rteW6i ik li^xt of the Office Actidii datad Decdiibe^ 

. ' fei^cdfe:IHi^^ S&Etm ftifagriipii, 

: 1^ claim 257 \uider 35 U-S.C, §112, second paraginaj)hi as fe^tig 

iiidefbfflti^^^^^^^ out wd distiiictty claim tJie subject mSdildr wMcb . 

a||ai<s^^ SpedificaHy;.te Exaininer alleges tot daim 257 is 

ixKa^]]liliB^ fit>m a caiiceled claim (claim 1). Applicants res^tMy 

d^^s^ri^; )^ ii^it" jc&EE^ 257 c^jiends on peadiBg claim 256 (see listing of cl^kW; in 

S^tettifefi: 'i6i':'2&&S''':^ Accordingly. Applicants resptetfeUy mj^^ 



Ilie px^^^ to claims 268 and 269 for alleging bemg ^^^tial 

lii^iiBis^ a&^^gsd that tUt dftiinis 26S and 269 ^-coV^'^; sdxib' 

the Claims are duplicative. Claim 267 is drawn to a phaniiaceilticai 
tl^l^t^^pid^^ dKcdve aoooount of tile conq>ounjd of claim '256 aid a 
ipb^tiy^E^^ added). Clsdm 26S is <ferawn^fo a nfe&Mcfea^^ ^^ 

•Wftihjwa^ a ^Ibsx^ff&atic effective amount of the compound of claim 

2S6 phai^ accep^le caxiier (Emphasis added). Claim 269 recites a process for 
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triakiiig A ifi&fe!^^ ^^ofrntaibsitki^^ combining a therapeutically effective amotiiit 

:ClJiim ;5^7 !r«c|it6s a CQmi)Osition (a product) and is silcait as to H&W ^ 

■ cotiji|kis£dot^ pii^pap^ Ciahxx 26S recites a phaimaceutical composition made by a speciiSed 
pife^ce&(ie,/ aiid clam, 269 recites a process ofraaimfiit^ A sale 

of tj^ in claim 267 would infringe claini 2'S7, may Mfrirtge 

cli^ iZSiB -'i^^^^ of manufactaxe used to piq)are the phannabeutical 

ciicMpit^sib^isi^^^ '^muld hat if^nge claim 269. Accoidingly, Aj^licadts maiixfeftm ib^ cfeiiisccs 
2^68; j3iBa;|)^^ di^licSiive of claim 267 because they do not '^coVer tiSe saii^ 

jJttfijf^asii* ii^iieat tt^^^^ are notia&ingedby the i&ct- fiai^^^ 

the cliSiiais i&''ijaiMt^6iL ' Apjfxticiants re^^tfidly request that this objectioDi be withdrawn. 

.3^^^^ »5kfiowl€dgfid 
. of Jum^ y and October 2S^ 2004. The Bxittdi^ tfie^ 

^t^; :&at ^ ci1ai£aite :s^^ "^iydier docummts'' filed on June 3, 2004 were crossed off for 
iiiDt-'bem^^ having a publication date tiiat comt>ly with '^hie 

1:^7 and^^^^^ 

b^iS^ publicaticms were crossed, off Ifae: Fdim f^ii^i4^ 

vvluxih 2(K)4 Mfotmation Disclosure Statement: 

lionet (14Ti«yl-3-{[3-trifhK)romethyl]^h€aiyl]iii^ 
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. U.S. jai^fiE^tiotn No. 10/723,961 
F8ed: NoViWal^ is, 2«^^ 

;?6fge:4;6IP.f. ■ - 

UiS: ^ei^ l^^ia/^ 343jfi^S)eceiriber 3, 2001; and 
XJ^Si Siii^m/ia/^ Dbeeinhcr 3, 2001. 

^pBcaSte ilb^ pending above were subsequeMly publisfafed as 

Uflit^ :^ Nttmbers 2003/0119096 ^ 2<)03/0Q272H 

re^edis^ely. Al^Ifoiants e^l^ tsepewife a PTO SB68(a) fom which lists the Wo pifl)lis&ed 
l^Ucirti^ ^ove. Aecor^gly, i^plicants respectfiiUy request that flxe PTO/SB/0S(a) 

. Sbnilf b&Mtiaii^ iii^icating ih^ the cited docoments have beeii C(»isider«l 

. fa^ fte S^^ Disclosure S^atei&^t winch was fited on Jmie 1, 2004 

in coitosiSiiOB John P, While, the attorney of record, statisd^ ^fthe] . 

m 

[llkstLii^ lk--tm^^te0d to have occuzx^ on January 5, 1998''. i^licai^ were SfJ 

ytx^ie p. iiste^b^^ date of the Bionet Research Ltd. Cataldg^ listed: &eFeto 

Oil :PTOi^^^;S Ai^jpficaots* prior attorn^ did ascertam that thei caitaEk% 

pjcdiU^bie^jp^iDT-fe^ dat^ of tite ciq)tibned application. AccdDdingly, A|^pifi^ti 

respectfiily t^Xick that the PTO/SB/0SC«>). form be initialed and returned, indiciating that the 
cited docimkaitt^^^^ 

fee is <!ue in cozmeGtion witibi the 6hng of litis hl^binj^^ 
Dislco^Qle threfe xdferences were previously cited to the Ex^tnnia^i 

Hdwever, if a iele is <lecmcd neeessaxy, authorization is hereby given to charge the amotoit of any 
such! 
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iti vieln^ of tiife £b]^£& 256*272 are submitted to be allo^wable, and issil^de of a framai- 



Respectfully submitted. 




Maiy Cafherine jDiNu3H2io 
Attorney for Applicants Cf\ 
Registration No. 37,306 
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